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Editors’ Note

We are pleased to provide you with another edition of the
Jenner & Block Report, which is directed to providing
updates on legal developments in the United States that
we believe will be of interest to Japanese leaders in the
legal and business communities. This month, the Report
highlights a number of issues, including the arguments
before the United States Supreme Court last month in /n
re Bilski. The Bilski case has generated significant
attention in the IP and general business communities in
the United States because of the potential impact the
Supreme Court's analysis could have on the patentability
of certain process-related ideas and innovations. In
addition to our discussion of Bilski, we also have
highlighted other issues relating to discovery of non-U.S.
defendants in U.S. federal court litigation, the ICC and the
ITC, as well as variety of IP-related issues that we believe
will be of particular interest to companies in Japan who
are doing business in the United States. It is our great
privilege to able to provide these reports to you. We
hope that you find the information helpful. If you have
any questions about any case that is described in

the Report, please do not hesitate to contact any of the
editors or staff identified below.

Regards,
The Jenner & Block Team

Terrence J. Truax
Jeffrey A. Koppy
Brent Caslin
Joseph A. Saltiel

Jeremy Creelan
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United States Supreme Court Hears Bi/ski Oral Argument
on Patentable Subject Matter

This month'’s featured development relates to /n1 re Bilski, which was recently argued before the United States
Supreme Court. At issue in Bilski is what constitutes patentable subject matter under 35 U.S.C. 8101. The
patent in Bilski claims a business method to hedge risk in commaodities trading. The United States Patent and
Trademark Office (“PTO”) rejected the patent stating that it was an abstract idea and not a “new and useful
process, machine, manufacture, or composition of matter,” as required by 35 U.S.C. 8101. The Court of
Appeals for the Federal Circuit affirmed the rejection based upon its “machine-or-transformation” test, which
requires a process to be tied to a particular machine or to transform an article to a different state or thing in
order to be patentable subject matter. Bilski appealed the decision to the Supreme Court, which heard oral
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arguments in the case on November 9, 2009.

At oral argument, Bilski argued to the Supreme Court that the machine-or-transformation test is too rigid and
there is no basis for it in the language of 35 U.S.C. 8101 or in Supreme Court precedent. Bilski pointed out
that methods of teaching have routinely been considered patentable if it meets the other patentability
requirements, so any human action broken down into steps should qualify as a patentable process as well. The
Supreme Court questioned whether very abstract methods should be patentable, such as assessing risk for
insurance purposes or buying low and selling high to maximize wealth. Bilski responded that yes, they should,
as long as they were also patentable as novel and nonobvious.

Opposing Bilski, the PTO argued to the Supreme Court that the machine-or-transformation test has appropriate
precedential and statutory support and should be affirmed to hold Bilski's method unpatentable. The Supreme
Court questioned the PTO about how integrated a machine and process must be in order to be patentable
under the machine-or-transformation test. The PTO argued that those questions would be better resolved in
other cases and that in this case, only a very narrow approval of the machine-or-transformation test is needed.
The breadth of the definition of the terms “machine” or “transformation” could be developed later and would
allow for patenting of new and unforeseen technological advancements in the future.

This case has received widespread attention because the Federal Circuit's decision left open the possibility that
any process invention that failed the machine-or-transformation test would be unpatentable. In other words,
the Federal Circuit’s decision could be interpreted as rendering all current patents claiming inventions such as
business methods, software processes, or medical diagnostic techniques, as unpatentable. In addition, the
Federal Circuit’'s decision may limit the ability of an inventor to get any future patents in these areas. Although
a recent opinion by the Federal Circuit has added some clarity to the Federal Circuit's Bilski decision, see
Prometheus Labs, Inc. v. Mayo Collaborative Svcs., No. 2008-1403 (Fed. Cir. Sep. 17, 2009), discussed below,
many expect the Supreme Court to provide more definitive guidance when it issues its ruling. Because of the
potentially large impact this decision may have, observers are eagerly awaiting a decision from the Supreme
Court, which is expected in early 2010.
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In re Urethane Antitrust Litigation, No. 04-MD-1616, 2009 WL 2485391 (D. Kan. Aug. 11, 2009)
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Defendants Ordered to Produce Documents Relating Only To Foreign Commerce.

In /n re Urethane Antitrust Litigation, No. 04-MD-1616, 2009 WL 2485391 (D. Kan. Aug. 11, 2009), the
Magistrate Judge granted plaintiffs’ motion to compel defendants to produce documents responsive to
plaintiffs’ discovery requests in a price-fixing conspiracy case even if those documents relate only to
conduct outside the United States. Although plaintiffs conceded their claims are based only on alleged
anticompetitive conduct that had an effect on U.S. commerce, the court found the documents could be
relevant to issues such as defendants’ intent or opportunity to conspire. Further, defendants had failed
to establish that producing the documents would create an undue burden.

Back to top
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FRE 502 Does Not Require Post-Production Review.

In Coburn Group, LLC v. Whitecap Advisors LLC, No. 07 C 2448, 2009 WL 2424079 (N.D. Ill. Aug. 7,
2009), the court held that the work product protection was not waived over an inadvertently produced
document where the producing party took reasonable steps to prevent disclosure, and promptly took
reasonable steps to rectify the error. Defendant had used paralegals, who were supervised by counsel,
to review voluminous documents for privilege. Despite the review, two protected documents were
produced. Plaintiff used one of the documents as a deposition exhibit four months later, and defendant
objected on the record and asked plaintiff to return the document, which plaintiff refused to do. After
plaintiff agreed to give defendant time to research the issue, defendant filed a motion to compel plaintiff
to return the documents. Analyzing the issue under recently enacted Federal Rule of Evidence 502, the
court addressed two issues that arise frequently. First, the court rejected plaintiff's argument that
defendant’s use of paralegals to conduct the privilege review was not reasonable. The court found that
defendant’s use of experienced paralegals, who were given specific direction and supervision by lead
counsel, was not unreasonable. Second, the court addressed a significant difference between FRE 502
and pre-FRE 502 waiver analyses. Under FRE 502(b)(3), a party must act promptly to rectify an
inadvertent disclosure after the party has learned of the error. In a departure from pre-502 practice, a
party need not conduct a post-production review to ensure that no documents have been produced
inadvertently. Here, defendant acted promptly after learning of the inadvertent production, and
therefore, there was no waiver.
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Upon Showing Of Spoliation, Litigation Hold Letters Are Discoverable.

In Major Tours, Inc. v. Colorel, No. 05-3091, 2009 WL 2413631 (D. N.J. Aug. 4, 2009), the court ordered
the production of defendant’s litigation hold letters after plaintiff demonstrated that there likely had been
spoliation of evidence. In this race discrimination case, defendant New Jersey Department of
Transportation had received notice as early as 2003 of alleged racial profiling of African American owned
bus charter companies. The instant litigation was filed in 2005. Although defendant sent letters to
relevant individuals shortly after the litigation was filed informing them of the litigation, it did not send
formal litigation hold letters until 2007. Plaintiff moved to compel production of the litigation hold
letters, and defendant asserted the attorney-client privilege and work product protection. The court
found that, although litigation hold letters generally are not discoverable, particularly when a party
demonstrates that the letters include material protected by the attorney-client privilege or the work
product doctrine, most courts allow discovery of hold letters when spoliation has occurred. The court
found that defendant had a duty to preserve documents beginning in 2003, when litigation was
reasonably anticipated by defendant, and that the lapse of time between 2003 and the general notice to
individuals in 2005, and the formal litigation hold notice in 2007, suggested that spoliation likely had
occurred. Therefore, plaintiff was entitled to production of the litigation hold letters.
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Text Messages During Deposition Are Discoverable.

In ANgai v. Old Navy, Civil Action No. 07-5653, 2009 WL 2391282 (D.N.J. July 31, 2009) the court held
that text messages sent between a deponent and her attorney during a deposition were not protected
by the attorney-client privilege. As a courtesy to defendant’s counsel and the deponent, plaintiff agreed
to take a deposition by videoconference rather than in person. During the deposition, the witness and
counsel were only visible “from the chest up.” Before and during the deposition, counsel sent text
messages to the deponent, which were discovered because counsel inadvertently texted the plaintiff's
attorney “you are doing fine.” On plaintiff's motion to compel the text messages, the court ruled that:
(1) that text messages sent prior to the deposition were privileged; but (2) text messages sent during
the deposition were not privileged. FRCP 30(c) provides that depositions are to be conducted in the
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same manner as trial examination. As with trial testimony, discussions between counsel and the witness
may not occur during the course of the deposition except to discuss the assertion of a privilege.
Therefore, off-the-record discussions between counsel and the deponent regarding matters other than
privilege are not privileged, and may be discovered by the opposing party.
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Court Orders Defendants To Use Plaintiffs’ Keyword Search Term List.

Ignoring defendants’ protests that use of plaintiffs’ keyword search term list would increase discovery
costs by $100,000, the court ordered defendants to run the terms. /n re Direct Southwest, Inc. Fair
Labor Standards Act Litigation, No. 08-1984, 2009 WL 2461716 (E.D. La. Aug. 7, 2009). Because
defendants’ motion for summary judgment hinged on issues unlikely to be unearthed by their own
search term list, the court substituted plaintiffs’ list. The court endorsed the Sedona Conference
Cooperation Proclamation, but noted that counsel had not managed to reach agreement on the search
terms. In light of that disagreement and the fact that “the issue raised by this motion should have been
resolved at the beginning of the discovery process and not at the end,” the court gave defendants just
ten days to comply.
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Failure To Preserve Evidence Triggers Additional Discovery And Attorneys’ Fees.

In a contract dispute over the purchase of a painting, plaintiff moved for discovery sanctions, accusing
one defendant of spoliation. Green v. McClendon, No. 08-Civ-8496, 2009 WL 2496275 (S.D.N.Y.
Aug. 13, 2009). Just one month after receiving requests from plaintiff for all documents concerning “the
Work,” one defendant arranged for the son of a friend to reinstall the operating system on her home
computer. That reinstallation eliminated all of the original files, which the defendant transferred onto
four CDs. Finding that the defendant had a duty to preserve the original electronically-stored
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documents, the court determined that the failure to implement a litigation hold was grossly negligent
behavior. The court refused, however, to enter an adverse inference, unconvinced that the destroyed
evidence would have been unfavorable to the defendant. The court did order further discovery,
including an additional deposition of the defendant, discovery of the person who created or modified a
key document eliminated in the reinstallation process, and ordered the defendant to pay plaintiff's
attorneys’ fees. The court left for another day the allocation of liability for the legal fees between the
client and her attorney.
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Attorney Materials Generated During Investigation Not Work Product.

In his lawsuit against CBS relating to his termination, anchorman Dan Rather won the right to obtain
copies of e-mails relating to an internal investigation concerning Rather’s reporting on the military record
of former President George W. Bush. FRather v. CBS Corp., No. 603121/07 (N.Y. Sup. Ct., July 21, 2009)
(ordering production of documents). The investigation was conducted by a law firm, a member of which
was also a member of the Panel appointed by CBS to conduct the investigation. According to the Panel
and the law firm, the client was the Panel, which invoked the attorney-client privilege to resist
production of e-mails between the Panel and the law firm. The court rejected the assertion that e-mails
between the Panel's members and the law firm were protected attorney-client communications as it was
inconsistent with the law firm’s engagement letter, which contained language suggesting that CBS was
its client. The court also rejected the law firm’s arguments that its interview notes and memoranda
reflected work product, finding that they related only to a factual investigation, were not prepared “in
the course of litigation,” and did not require “legal analysis and judgment.”
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District Court Finds 8 1782 Inapplicable To ICC Proceedings.

The district court in Orlando, Florida held that 28 U.S.C. § 1782, which permits a district court to order
discovery for use in a “proceeding in a foreign or international tribunal,” did not apply to proceedings
before an International Chamber of Commerce (“ICC™) arbitration panel. /n re Application of Operadora
DB Mexico, S.A. DE C.V., No. 09-cv-383, 2009 WL 2423138 (M.D. Fla. Aug. 4, 2009). Observing that the
Eleventh Circuit had yet to decide the issue, the district court concluded § 1782 did not apply to an ICC
arbitration for two reasons. First, an award issued by an ICC panel is not judicially reviewable. Although
the ICC International Court of Arbitration performs a review function, its review is essentially restricted
to matters of form and while it can draw the panel's attention to matters of substance, it cannot
overturn the panel’s decision. Second, an ICC arbitral panel's authority is derived from a private
agreement between the parties, rendering it fundamentally dissimilar from the governmental entities the
court understood Congress intended by its use of the word “tribunal.”

KETOFRRBEITIFEOFDZMAET, FRAEEMBSHEIBHTIND

7Y A< ARG BEROKENT A F—203, AEFFIAZEEMS OB ZEE Len, #AFEni,

7 A F—DPKETEEMHE FERERDERF LI E 22T, EF 48T YA B3 E oL o
Th D EOWERFLRETEOEBFNICHE L CWe, SAEFRZIEMSORNZRH T T5ICH20, #
IR IT K E T OEEHE/ PR R EFRAD LT OFE TOFRZ MR T H 2 & Z N ADFER LT
WEHIBT L7=A&TCTh D, Zimnicki v. Neo-Neon Int’ 1, Ltd., No. 06 C 4879, 2009 WL 2392065
(N.D. I11. July 30, 2009). HETOFRIZ. YT VA 2 HEOKFITICELEHRL THD L
L. R 2K TNeo—Neon International, Ltd. ( “Neo—Neon” )DBE L7ZHL D TH D, KEEFE M
FEHPTIIXmEFFRAF e DY FEENFRLCTHY , REICHLFERLFEKLTHVESH & L7223, Neo-
Neon|Z%f LHETOFFAZEIEEZMT A L2 HEG Lz, ZOHEAIE, MERHREZ RO Neo-NeonDif
FAZE ] S A5 E O g R BEIE S K E O ZFEMEE F 72 13 LanhamE O BHEBE L Rl — b L < I3FABIL T
Pé&@uﬁ%%?k./\’f"j‘/f‘)‘ DERLTE LT, Lo T, KEAT VA T —OFFRADOMIRNHE D

FREAE IR T D Z L2720 D EDONGERE A RIS 7emo e & Lz,

Anti-Suit Injunction Denied Where U.S. Action Won’t Dispose Of Chinese Action.

A U.S. designer of decorative holiday lighting products’ motion for a foreign anti-suit injunction was
denied where she failed to show that her U.S. lawsuit for copyright and trademark violations necessarily
would be dispositive of an action brought by her adversary in a Chinese court seeking a declaration that
the designs belonged to it. Zimnicki v. Neo-Neon Int, Ltd., No. 06 C 4879, 2009 WL 2392065 (N.D. III.
July 30, 2009). The action in China was brought by Neo-Neon International, Ltd. (“Neo-Neon”), which
sought relief based on its alleged registration of the designs with the Chinese Patent Office. Although
the parties in both cases were the same and the underlying facts likely would be similar, the district
court refused to enjoin Neo-Neon from proceeding in China because the U.S. designer did not present
evidence that the Chinese intellectual property laws applicable to Neo-Neon’s declaratory judgment
action were the same or similar to the relevant provisions of the Copyright Act or the Lanham Act, and
thus she failed to meet her burden of demonstrating that the resolution of her complaint would be
dispositive of the Chinese action.
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Federal Circuit Has Exclusive Jurisdiction Over ITC Matters

In /n re Cypress Semiconductor Corp., No. 898, 2009 WL 905474 (Fed. Cir. Apr. 2, 2009), the Federal
Circuit held that it has exclusive jurisdiction from any final determination by the ITC but decided not to
issue a writ of mandamus directing the ITC to bar the assertion of a patent which was invalidated in a
U.S. District Court. In Cypress, the petitioner asked the Court of Appeals for the Federal Circuit to stop
an investigation into the alleged infringement of a competitor's patent because a previous order by the
U.S. District Court for the Eastern District of Pennsylvania invalidated the patent, even though that order
was later vacated following a settlement. The respondent argued that it was not precluded from
bringing its claims before ITC because the previous order on invalidity was vacated. Under Federal
Circuit precedent, argued the respondent, a vacated order does not have a preclusive effect. But the
petitioner countered that Third Circuit precedent should apply because that is where the Eastern District
of Pennsylvania is located, and under Third Circuit precedent, a vacated judgment has preclusive effect.
In denying the request to stop the ITC investigation, the Federal Circuit concluded that the ITC is within
its exclusive jurisdiction and that Federal Circuit law should govern the analysis. The Federal Circuit
relied heavily on the fact that a writ of mandamus in the situation required a clear and indisputable error
by the ITC, and that the petitioner had not met that high burden.
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Federal Circuit Again Denies Declaratory Judgment Jurisdiction Over Foreign Patentee

For the second time since December, the Federal Circuit denied personal jurisdiction over a foreign
defendant in a declaratory judgment action. In Autogenomics, Inc. v. Oxford Gene Tech. Lid., 566 F.3d
1012 (Fed. Cir. 2009), Plaintiff filed a motion for declaratory judgment regarding two claims of the
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patent-in-suit immediately after a failed license negotiation between the parties. In support of its claim
that the Court should assert personal jurisdiction over Defendant, Plaintiff pointed to Defendant's
contacts with the forum state, such as non-exclusive licenses with companies, a collaborative agreement
with another company, attendance at three conferences, the sale of twenty products to another
company, and publication of an article describing a product on Nature.com. However, except for the
existence of one non-exclusive license with another company, Plaintiff did not offer evidence that these
activities were related to the patent-in-suit. That proved to be key. Following its recent decision in
Avocent Huntsville Corp. v. Aten International Co., Ltd., 552 F.3d 1324 (Fed. Cir. 2008), the Court found
no personal jurisdiction over the foreign defendant because its contacts were commercialization efforts
and not directed to the enforcement or defense of the patent-in-suit.
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Northern District of Illinois Adopts Local Patent Rules

The Local Patent Rules for the Northern District of lllinois (“N.D. lllinois Rules”) took effect as of October
1, 2009. We expect that the adoption of local rules will increase the number of patent cases filed in the
Northern District of lllinois. These rules, however, differ from the widely known local patent rules for the
Northern District of California and the Eastern District of Texas in many different areas such as required
document production with initial disclosures, fact discovery period stayed during a portion of claim
construction, requiring noninfringement and unenforceability contentions, requiring responses to
invalidity and unenforceability contentions, having initial and final contentions before claim

construction, and having a deadline to file a stay pending reexamination. The new rules are designed so
that trial will occur approximately two years after the complaint is filed. A complete summary of
important distinguishing characteristics of the N.D. lllinois Rules, as well as links to comparisons with
other rules and the text of the N.D. lllinois Rules, can be found in the Jenner & Block Client Advisory on
Intellectual Property News entitled “Northern District of lllinois Enacts Local Patent Rules.”
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USPTO Removes Controversial New Patent Prosecution Rules

The United States Patent and Trademark Office ("USPTO") has changed its position and decided not to
implement a new set of highly controversial patent prosecution rules. In 2007, the USPTO proposed rule
changes that placed new limits on an applicant’s ability to file continuation applications, RCEs, and
patent claims. The USPTO had hoped that the new limits would reduce its backlog of pending
applications. In 7afas v. Kappos, its proposal, however, was met immediately with opposition when Dr.
Triantafyllos Tafas and GlaxoSmithKline PLC filed suit against the USPTO to bar the implementation of
the new rules package. The district court entered an injunction against the USPTO from implementing
the new rules, but the USPTO appealed to the Federal Circuit. Recently, however, a new director of the
USPTO was appointed who promised to remove the new patent prosecution rules. Hence, on November
13, 2009, the Federal Circuit granted a joint motion to dismiss the appeal. See 7afas v. Kappos (Federal
Circuit, Case No. 2008-1352, November 13, 2009).

Back to top

Licensing of IP Assets |HMIMED 7 A & > A7k

REFRFFNIFTFHEZHERT D

AIEFFH (covenant not to sue) 1E. FFeFtEE ORI ZERT 5, T4 B ANRFHEEZHERT 5
VEHEVENE CRESE S LTV A DS, BFKEIEEIFTIX Transcore, LP v. Electronic Transaction
Consultants Corp., 563 F.3d 1271 (Fed. Cir. 2009) 28T, FFFFHER ORNEEFRFHILRE ORE

TEAZZIET 2 L ORI LY #EIER#EN T L2 Electronic Transaction Consultants
Corporation (ETC) [ZHAF|2Y~V —T v v A baHFF L=, Transcoreld. DA F2FATF
o 7= AR O FFFHR EFFA T, SR O AN & 5 X ITRIEFRFHON B 1T D Fifif & & & fiks
L. fifig L C\\We, ETCIE, ZOFREEE DR . Transcore®[d] Ui gFH T b Y%= H o e R M
HEA U7z, BHIPTIE, YEE SIIREFRFFOO R T RIMREBICOWTITRY EFkerofcb oo, A
AT OETC~DFEEIIZEFIO D EFF A SN TV E OBHIZ K D | Transcore DFFFFHEIFREIZIER
L/Tb\f: & umﬁiﬂbfgo

Covenant Not To Sue Exhausts Patent Rights

A covenant not to sue exhausts a patentee’s rights. While it is well settled case law that a license
exhausts patent rights, the Federal Circuit, in 7ranscore, LP v. Electronic Transaction Consultants Corp.,
563 F.3d 1271 (Fed. Cir. 2009), upheld the district court's grant of summary judgment in favor of
Electronic Transaction Consultants Corporation (“ETC”) because the patentee’s claims were barred by a
covenant not to sue. Transcore had settled a previous claim of patent infringement against its
competitor by entering into a settlement agreement with a covenant not to sue in exchange for a fee.
After executing the settlement agreement, ETC purchased the accused products from Transcore’s
competitor. The Court found Transcore’s patent rights had been exhausted because the transfer from
the competitor to ETC was authorized under the covenant not to sue even though the parties did not
address downstream sales in the covenant.

%%@?ﬁﬁli%@@ﬁﬁ%&: bEH S5

B RN S5 7201201, \PIORTED KENTRAET DML, L6 Electronics,
[nc. v. Hitachi, Ltd. , 2009 WL 667232 (N.D. Cal. Mar. 13, 2009) ikanE4EICBWTLGIX., HIL %
FFHMRE TR L. e ORI ORGENKEI THRAE LI Z L O MEERITEH SN2V E £
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Patent Exhaustion Applies to Foreign Sales

For patent exhaustion to apply, the first sale does not have to occur in the United States. In LG
Electronics, Inc. v. Hitachi, Ltd., 2009 WL 667232 (N.D. Cal. Mar. 13, 2009), LG sued Hitachi for
infringement and argued that patent exhaustion did not apply because the initial sales of the accused
products occurred outside of the United States. The Court disagreed holding that exhaustion still applies
even if the first sale occurs outside the United States. The Court reasoned that to hold otherwise would
allow parties to circumvent the doctrine of patent exhaustion.

Back to top
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HEHKEZ., 74 AT 7 a & RAYLTEOBEMEIZ OV TCHIR,
Linn ZBH'E . RFAVITAHMEEZDERERICLAVZATA M AV N2 ESE

HHGKRIEHFT OLinn ] F X, RATATAOEBINEIX 259 2 72D O BAT OH| W HUE K E O f &
FHFTA R LT HEITIE L TWe W e, Larson Mfe. Co. of South Dakota, [nc. v. Aluminart
Prods. Ltd., 559 F.3d 1317 (Fed. Cir. 2009) fFia A ICB VT, B OLEE I, FFirtesan
[FIRHRE R OHBEOHEMFEREDIEEEZ B 722 L 2RI E L TARAITEE DK 2 T4 ENTED
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IZIDSIZE ENTW) , EHGKEIFIL, FRIRRE B ORFFHE O T 5 T B T 5 133
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7o, EETO SHEORNEATHEMH T, B4 LEDREL TIER HARERITANGFIELEZLO
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Federal Circuit finds Office Action was Material while Judge Linn Calls for an £n Banc
Restatement of the Standard for Inequitable Conduct

The current test for inferring deceptive intent of inequitable conduct falls short of the standard
articulated by the United States Supreme Court, says Judge Linn of the Federal Circuit. In Larson Mfg.
Co. of South Dakota, Inc. v. Aluminart Prods. Ltd., 559 F.3d 1317 (Fed. Cir. 2009), the majority opinion
addressed a finding of inequitable conduct based on the failure of the patent holder to submit rejections
from a co-pending application. During a reexamination of the patent-in-suit, Plaintiff submitted two IDSs
that did not include rejections from a co-pending application, although the IDSs contained all of the
references relied on in the co-pending rejections. The Federal Circuit found the prior art cited in the
rejections of the copending application not material to the application leading to the patent-in-suit.
Nevertheless, the Federal Circuit held that the rejections of the copending applications themselves were
still material and should have been disclosed to the examiner of the patent-in-suit. The Federal Circuit
remanded the case and asked the District Court to determine whether the Plaintiff's failure to submit the
rejections and not the underlying prior art was done with sufficient intent to deceive to warrant a finding
of inequitable conduct. In concurrence, Judge Linn stated that the facts of this case demonstrate the
“plague” of inequitable conduct whereby inequitable conduct is pled with such ease but not dismissed
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easily. Judge Linn argued that the three inequitable conduct cases from the Supreme Court involved
overt fraud, not equivocal acts of omission. Accordingly, Judge Linn wrote that the test for inequitable
conduct, as it currently exists in the case law, falls short of the standard needed to strictly enforce the
burden of proof and called for an en banc restatement of the standard.

YEid. BEFERREEIZSI101 OB LEFED Y

Prometheus Labs, Inc. v. Mayo Collaborative Sves., No. 2008-1403 (Fed. Cir. Sep. 17, 2009)iZ
BWCEAKEIEHFTIE, Y 74 =7 N EE I XOE G B pr Ok 2 B L, R FIIREIEIT 35
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TV UERKIZOE, AMRPRERE DM UIERE L TCORBEDEZNTETHZ LI, KRHEM
BREGRERET DIODHIENED I L—LDMRTH L, HERKEEIT, F47Y VEERG O
DORFFFENTEFIEL L OIELWEE&EOREHIEIX, In re Bilski TH/R S 417z 'machine-or-
transformation) ORI EEHEICHEE A, Rt B2 LRIE LT, AL,  In re BilskilZIBT DFFFFHED
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At Least For Now, Medical Treatment Is Patentable Under 8101

In Prometheus Labs, Inc. v. Mayo Collaborative Svcs., No. 2008-1403 (Fed. Cir. Sep. 17, 2009), the
Federal Circuit reversed the Southern District of California and held that a medical treatment method
was patentable subject matter under 35 U.S.C. 8101. The patents at issue claim methods for calibrating
the most effective dosage of thiopurine drugs for autoimmune diseases by measuring metabolites, which
the body breaks the medication down into. The Federal Circuit went through its machine-or-
transformation test, set forth in /n re Bilski to determine that the patented steps of administering the
thiopurine drug and determining whether the dosage is correct are transformative and, therefore,
patentable. The Federal Circuit's decision on patentable subject matter in /n re Bilski, however, has
been appealed to the Supreme Court. As discussed in our featured development, how the Supreme
Court rules may affect whether patents like the ones at issue in Prometheus are in fact patentable.

I EFA~DOREFIL, BHEEFANT 2 BB BEH TRVWEGE . FREBITIRILE L

F—Pass Techs., Inc. v. 3Com CorpifinZfHiZ T, E-PassiX. 3Com, Visa, PalmSourceZ fHF-Hi -
7o 31FORAFRFAIL 35 U.S.C. § 285 Db &BSEFITH 5 & DEFTHIEL DHR I L OXHIST % 7
b I A PR L7z, 559 F.3d 1374 (Fed. Cir. 2009). #FBKEFIL., #HE OO L Y Palm
SourcelZ B4 B HRIZ %9 HE-Pass DIEFRIL. IkRD 2 DOFRHE I HIRILOHEFFES  (frivolous lawsuit)
ThodEOHMrZ T L7, (1) E-Passid, ¥IRIED /- OBE) £ 72 1IWMER FREERTH I &0
T&ERhode, £0E, B—FHUTREDO XL DBV 2L LEEFiAT 2 2 ENRTE R o7z, 1
EO] FF THHERA S ) 12T 5 — & 7e R L2 T LoxEd . PalmSourcelZBdo 2 HHE 2 L 5
E-Pass DFFA A 1EFT % (Litigation misconduct) #8EIC%S L CHARM R BFEH L 2 Lo 7206 Th
5, (2) E-Passid, #ZEHFOEFEZmIZB W T, BEHFZORECIIWEELEBICHEHA SN D & EELE
23, ZAUXEMETIEAR L, Flsk EERARBEWNZIL Lz, HiZ, E-PassiZ L DA ATOPalmSource
FAEICE D 28 B OFREIZONT S, EMHMEITREII T CThoTo ERE LI EFE L, Bk
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Federal Circuit Appeal Frivolous Where Allegations Were Not Specific to Each Appellee

In £-Pass Techs., Inc. v. 3Com Corp., E-Pass appealed a district court ruling that three consolidated
actions against 3Com, Visa, and PalmSource were exceptional under 35 U.S.C. § 285 and the
corresponding awards of attorneys’ fees. 559 F.3d 1374 (Fed. Cir. 2009). The Federal Circuit held that
E-Pass’s appeal of the ruling as to one of the defendants, Palm Source, was a frivolous appeal for two
reasons. First, E-Pass failed to present a cogent or clear argument for reversal, or to explain how the
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trial court erred because E-Pass only made generalized allegations against the “Defendants” or
“Appellees” and did not make specific challenges to the district court’s findings of litigation misconduct
by E-Pass as to PalmSource. Second, E-Pass made significant misrepresentations of the record in its
appellate briefs when it claimed that the district court’s finding applied to all defendants -- even though
it did not. Further, E-Pass expressly misrepresented the district court’s findings on E-Pass’s prefiling
investigation of PalmSource, claiming that the district court found the investigation sufficient, when the
district court actually found the investigation insufficient.
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Federal Circuit Clarifies When a Double Patenting Determination Should Be Made

In Takeda Pharm. Co., Ltd. v. Doll, the Federal Circuit for the first time addressed the proper time frame
for determining whether a product and a process are patentably distinct inventions under the double
patenting doctrine, which prevents a patentee from receiving two patents for a single invention. 561
F.3d 1372 (Fed. Cir. 2009). The majority held that the proper time frame for determining whether a
product and a process are patentably distinct inventions is the filing date of the secondary application
because this approach allows an applicant to rely on some later-developed methods to show that the
product and process are “patentably distinct,” even though such information may not have been known
at the filing date of the primary application. The dissent contended that an applicant should not be able
to rely on disclosures after the invention date of the primary application to argue against double
patenting. The majority rejected the dissent’'s view, in part, because of the complications with
calculating the invention date of the primary application.

7 L— LERER OB ORI EEREGR LS A,
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Crown Packaging Tech., Inc. v. Rexam Beverage Can Co., 559 F.3d 1308 (Fed.Cir.2009) sS4
L. W EEZEOTHHOBZEETH2HMTO IERRMHEE— ) MR oMFHICEDLY . WERO
Y EIIBI AR ES F9E L CCrown Packaging?’RexamZ i L7 b D TH b, FHEEV~I —T %
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Multiple Functions Of A Claim Element Is A Material Issue Of Fact And Machines
Performing Patented Methods Need Not Be Marked

The Federal Circuit reversed and remanded the district court’s granting of summary judgment of
noninfringement under the doctrine of equivalents and for failure to mark machines under 35 U.S.C. §
287(a). In Crown Packaging Tech., Inc. v. Rexam Beverage Can Co., 559 F.3d 1308 (Fed. Cir. 2009),
Crown Packaging sued Rexam for infringement under the doctrine of equivalents for use of an “annular
reinforcing bead” element for sealing a can top to a filled can body. On summary judgment for
noninfringement, the parties disputed only one issue - whether there was a material issue of fact
regarding the function of the “annular reinforcing bead.” Under the function-way-result test, Crown
Packaging's expert argued that the only function is to increase the pressure resistance of a sealed-on
can end while Rexam’s expert suggested two additional functions of the “annular reinforcing bead.”
Although there was no evidence presented to indicate the additional functions, the district court granted
summary judgment in Rexam'’s favor on this point. The Federal Circuit reversed and remanded the
district court’s ruling for summary judgment of noninfringement because any reasonable factual
inferences should be made in favor of the nonmoving party and there was a material issue of fact
regarding the function of the claimed bead. On summary judgment dismissing Rexam'’s counterclaim for
infringement of its “necking” method patent, Crown had argued that Rexam'’s failure to mark machines
that performed a patented “necking” method precluded it from claiming infringement. The district court
dismissed the counterclaim because the patent also included unasserted apparatus claims. The Federal
Circuit reversed because notice provisions of § 287 do not apply where the patent is directed to a
process or method and Rexam only asserted method claims of the patent.
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One Who Merely Suggests An Idea Of A Result To Be Accomplished Is Not A Joint
Inventor

The Federal Circuit reversed and remanded the district court’s decision to dismiss a patent infringement
claim on summary judgment for failure to join an alleged co-inventor. In Nartron Corp. v. Schukra
U.S.A., Inc., 558 F.3d 1352 (Fed. Cir. 2009), the alleged co-inventor suggested an extender for a lumbar
support adjustor. The extender was only mentioned once in the patent and was a limitation in a
dependent claim. The Federal Circuit held that including the extender was merely the basic exercise of
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ordinary skill in the art; the alleged co-inventor merely suggested an idea of a result to be accomplished
and did not suggest a non-obvious combination of prior art elements to the inventors. Thus, the alleged
co-inventor was not entitled to co-inventorship.
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